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8, 2000 (effective date corrected, 65 FR 78958, Dec. 18, 
2000] 

INFORMATION DISCLOSURE STATEMENT 

§ 1.97 Filing of information disclosure state- 
ment. 

(a) In order for an applicant for a patent or for a 
reissue of a patent to have an information disclosure 
statement in compliance with § 1.98 considered by the 
Office during the pendency of the application, the 
information disclosure statement must satisfy one of 
paragraphs (b), (c), or (d) of this section. 

(b) An information disclosure statement shall 
be considered by the Office if filed by the applicant 
within any one of the following time periods: 

(1) Within three months of the filing date of a 
national application other than a continued prosecu- 
tion application under § 1.53(d); 

(2) Within three months of the date of entry 
of the national stage as set forth in § 1.491 in an inter- 
national application; 

(3) Before the mailing of a first Office action 
on the merits; or 

(4) Before the mailing of a first Office action 
after the filing of a request for continued examination 
under § L114. 

(c) An information disclosure statement shall 
be considered by the Office if filed after the period 
specified in paragraph (b) of this section, provided 
that the information disclosure statement is filed 
before the mailing date of any of a final action under 
§ 1.113, a notice of allowance under § 1.311, or an 
action that otherwise closes prosecution in the appli- 
cation, and it is accompanied by one of: 

(1) The statement specified in paragraph (e) 
of this section; or 

(2) The fee set forth in § 1 . 1 7(p). 

(d) An information disclosure statement shall 
be considered by the Office if filed by the applicant 
after the period specified in paragraph (c) of this sec- 
tion, provided that the information disclosure state- 
ment is filed on or before payment of the issue fee and 
is accompanied by: 

(1) The statement specified in paragraph (e) 
of this section; and 



(2) The fee set forth in § 1.1 7(p). 

(e) A statement under this section must state 
either: 

(1) That each item of information contained 
in the information disclosure statement was first cited 
in any communication fi-om a foreign patent office in 
a counterpart foreign application not more than three 
months prior to the filing of the information disclo- 
sure statement; or 

(2) That no item of information contained in 
the information disclosure statement was cited in a 
communication from a foreign patent office in a coun- 
terpart foreign application, and, to the knowledge of 
the person signing the certification after making rea- 
sonable inquiry, no item of information contained in 
the information disclosure statement was known to 
any individual designated in § 1.56(c) more than three 
months prior to the filing of the information disclo- 
sure statement. 

(f) No extensions of time for filing an informa- 
fion disclosure statement are permitted under § 1.136. 
If a bona fide attempt is made to comply with § 1.98, 
but part of the required content is inadvertently omit- 
ted, additional time may be given to enable fiill com- 
pliance. 

(g) An information disclosure statement filed in 
accordance with section shall not be construed as a 
representation that a search has been made. 

(h) The filing of an information disclosure 
statement shall not be construed to be an admission 
that the information cited in the statement is, or is 
considered to be, material to patentability as defined 
in§ 1.56(b). 

(i) If an information disclosure statement 
does not comply with either this section or § 1.98, it 
will be placed in the file but will not be considered by 
the Office. 

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 
1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; 
para, (d) revised, 60 FR 20195, Apr. 25, 1995, effective 
June 8, 1995; paras, (a)- (d) revised, 61 FR 42790, Aug. 19, 
1996, effective Sept. 23, 1996; paras, (c)-(e) revised, 62 FR 
53131, Oct. 10, 1997, effective Dec. 1, 1997; para, (b) 
revised, 65 FR 14865, Mar. 20, 2000, effective May 29, 
2000 (adopted as final, 65 FR 50092, Aug. 16, 2000); 
paras, (a) through (e) and (i) revised, 65 FR 54604, Sept. 8, 
2000, effective Nov, 7, 2000] 
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§1.98 



§ 1.98 Content of information disclosure state- 
ment. 

(a) Any information disclosure statement filed 
under § 1.97 shall include the items listed in para- 
graphs (a)(1), (a)(2) and (a)(3) of this section. 

(1) A list of all patents, publications, applica- 
tions, or other information submitted for consider- 
ation by the Office. U.S. patents and U.S. patent 
application publications must be listed in a section 
separately from citations of other documents. Each 
page of the list must include: 

(i) The application number of the applica- 
tion in which the information disclosure statement is 
being submitted; 

(ii) A column that provides a space, next to 
each document to be considered, for the examiner's 
initials; and 

(iii) A heading that clearly indicates that 
the list is an information disclosure statement. 

(2) A legible copy of: 

(i) Each foreign patent; 

(ii) Each publication or that portion which 
caused it to be listed, other than U.S. patents and U.S. 
patent application publications unless required by the 
Office; 

(iii) For each cited pending unpublished 
U.S. application, the application specification includ- 
ing the claims, and any drawing of the application, or 
that portion of the application which caused it to be 
listed including any claims directed to that portion; 
and 

(iv) All other information or that portion 
which caused it to be listed. 

(3) (i) A concise explanation of the relevance, as 
it is presently understood by the individual designated 
in § 1.56(c) most knowledgeable about the content of 
the information, of each patent, publication, or other 
information listed that is not in the English language. 
The concise explanation may be either separate fi-om 
applicant's specification or incorporated therein. 

(ii) A copy of the translation if a written 
English-language translation of a non-English-lan- 
guage document, or portion thereof, is within the pos- 
session, custody, or control of, or is readily available 
to any individual designated in § 1.56(c). 

(b) (1) Each U.S. patent listed in an information 
disclosure statement must be identified by inventor, 
patent number, and issue date. 



(2) Each U.S. patent application publication 
listed in an information disclosure statement shall be 
identified by applicant, patent application publication 
number, and publication date. 

(3) Each U.S. application listed in an infor- 
mation disclosure statement must be identified by the 
inventor, application number, and filing date. 

(4) Each foreign patent or published foreign 
patent application listed in an information disclosure 
statement must be identified by the country or patent 
office which issued the patent or published the appli- 
cation, an appropriate document number, and the pub- 
lication date indicated on the patent or published 
application. 

(5) Each publication listed in an information 
disclosure statement must be identified by publisher, 
author (if any), title, relevant pages of the publication, 
date, and place of publication. 

(c) When the disclosures of two or mo re pat- 
ents or publications listed in an information disclosure 
statement are substantively cumulative, a copy of one 
of the patents or publications as specified in para- 
graph (a) of this section may be submitted without 
copies of the other patents or publications, provided 
that it is stated that these other patents or publications 
are cumulative. 

(d) A copy of any patent, publication, pending 
U.S. application or other information, as specified in 
paragraph (a) of this section, listed in an information 
disclosure statement is required to be provided, even 
if the patent, publication, pending U.S. application or 
other information was previously submitted to, or 
cited by, the Office in an earlier application, unless: 

(1) The earlier application is properly identi- 
fied in the information disclosure statement and is 
relied on for an earlier effective filing date under 
35 U.S.C. 120; and 

(2) The information disclosure statement 
submitted in the earlier application complies with 
paragraphs (a) through (c) of this section. 

[42 FR 5594, Jan. 28, 1977; para, (a) 48 FR 2712, Jan. 

20, 1983, effective date Feb. 27, 1983; 57 FR 2021, Jan. 17, 
1992, effective Mar. 16, 1992; revised, 65 FR 54604, Sept. 
8, 2000, effective Nov. 7, 2000; paras, (a)(2) and (b) 
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 
2000; para, (e) added, 68 FR 38611, June 30, 2003, effec- 
tive July 30, 2003; paras, (a) and (c) revised and para, (e) 
removed, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 
2004] 
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§ 1.99 Third-party submission in published 
application. 

(a) A submission by a member of the public of 
patents or publications relevant to a pending pub- 
lished application may be entered in the application 
file if the submission complies with the requirements 
of this section and the application is still pending 
when the submission and application file are brought 
before the examiner. 

(b) A submission under this section must iden- 
tify the application to which it is directed by applica- 
tion number and include: 

(1) The fee set forth in § 1.1 7(p); 

(2) A list of the patents or publications sub- 
mitted for consideration by the Office, including the 
date of publication of each patent or publication; 

(3) A copy of each listed patent or publica- 
tion in written form or at least the pertinent portions; 
and 

(4) An English language translation of all the 
necessary and pertinent parts of any non-English lan- 
guage patent or publication in written form relied 
upon. 

(c) The submission under this section must be 
served upon the applicant in accordance with § 1.248. 

(d) A submission under this section shall not 
include any explanation of the patents or publications, 
or any other information. The Office will not enter 
such explanation or information if included in a sub- 
mission under this section. A submission under this 
section is also limited to ten total patents or publica- 
tions. 

(e) A submission under this section must be 
filed within two months from the date of publication 
of the application (§ 1.215(a)) or prior to the mailing 
of a notice of allowance (§ 1.311), whichever is ear- 
lier. Any submission under this section not filed 
within this period is permitted only when the patents 
or publications could not have been submitted to the 
Office earlier, and must also be accompanied by the 
processing fee set forth in § 1.1 7(i). A submission by 
a member of the public to a pending published appli- 
cation that does not comply with the requirements of 
this section will not be entered. 

(f) A member of the public may include a self- 
addressed postcard with a submission to receive an 
acknowledgment by the Office that the submission 
has been received. A member of the public filing a 



submission under this section will not receive any 
communications from the Office relating to the sub- 
mission other than the return of a self-addressed post- 
card. In the absence of a request by the Office, an 
applicant has no duty to, and need not, reply to a sub- 
mission under this section. 

[48 FR 2712, Jan. 20, 1983; effective Feb. 27, 1983; 
removed and reserved, 57 FR 2021, Jan. 17, 1992, effective 
Mar. 16, 1992; added, 65 FR 57024, Sept. 20, 2000, effec- 
tive Nov. 29, 2000; para, (f) corrected, 65 FR 66502, Nov. 
6, 2000, effective Nov. 29, 2000; paras, (d) and (e) revised, 
68 FR 3861 1 , June 30, 2003, effective July 30, 2003] 

EXAMINATION OF APPLICATIONS 

§ 1.101 [Reserved] 

[29 FR 13470, Sept. 30, 1964; para, (a), 48 FR 2712, 
Jan. 20, 1983, effective Feb. 27, 1983; para, (a), 50 FR 
9381, Mar. 7, 1985, effective May 8, 1985; 52 FR 20046, 
May 28, 1987, effective July 1, 1987; para, (a) revised, 
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; 
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec- 
tive Dec. 1, 1997] 

§ 1.102 Advancement of examination. 

(a) Applications will not be advanced out of 
turn for examination or for further action except as 
provided by this part, or upon order of the Director to 
expedite the business of the Office, or upon filing of a 
request under paragraph (b) of this section or upon fil- 
ing a petition under paragraphs (c) or (d) of this sec- 
tion with a showing which, in the opinion of the 
Director, will justify so advancing it. 

(b) Applications wherein the inventions are 
deemed of peculiar importance to some branch of the 
public service and the head of some department of the 
Government requests immediate action for that rea- 
son, may be advanced for examination. 

(c) A petition to make an application special 
may be filed without a fee if the basis for the petition 
is: 

(1) The applicant's age or health; or 

(2) That the invention will materially: 

(i) Enhance the quality of the environ- 
ment; 

(ii) Contribute to the development or con- 
servation of energy resources; or 

(iii) Contribute to countering terrorism. 
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